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DETAILED ACTION 
Priority 

1. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Drawings 

2. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
include the following reference sign(s) not mentioned in the description: Fig. 4, #S4040. A 
proposed drawing correction, corrected drawings, or amendment to the specification to add the 
reference sign(s) in the description, are required in reply to the Office action to avoid 
abandonment of the application. The objection to the drawings will not be held in abeyance. 

Specification 

3. 35 U.S.C. 1 12, first paragraph, requires the specification to be written in "full, clear, 
concise, and exact terms. " The specification is replete with terms, which are not clear, concise 
and exact. The specification should be revised carefully in order to comply with 35 U.S.C. 112, 
first paragraph. Examples of some unclear, inexact or verbose terms used in the specification 
are: page 2, line 1, the word receiving is cut in half; page 3, line 4, the word discontinued is cut 
in half; line 6, add the "be" between may not and completed; page 4, line 2, the sentence 
structure is confusing and it is unclear as to what is being said; page 6, line 17, remove the word 
"in" from between during and Phase A. 
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Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claim 7 is rejected under 35 U.S.C. 102(b) as being anticipated by Heo et al. (US 
5,825,990). 

Regarding claim 7, Heo et al. discloses a system whereby a fax machine contacts a 
transmitting fax machine alerting the user that an error has occurred and what type of error. And 
a facsimile transmitting apparatus adapted for transmitting a facsimile message to a first 
facsimile receiving machine, said facsimile transmitting apparatus comprising: 

a scanner for reading a document (fig. 1, #104, column 3, lines 48-61); 

means for transmitting and receiving information (#109, column 3, lines 48-61); 

means for exchanging protocols with said first facsimile receiving machine (#109, 
column 3, lines 48-61 and column 5, lines 21-52); and 

a printer (fig. 1, #108, column 3, lines 48-61); 

an informing means (#109, column 3, lines 48-61 and column 4, lines 19-38) for 
furnishing information concerning error occurrence, to the facsimile transmitting apparatus. 
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Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-6 and 8-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Heo 
et al. (US 5,825,990) and further in view of Ishikawa et al. (US 5,289,532). 

Regarding claim 1, Heo et al. discloses a process for transmitting a facsimile message 
from a transmitting facsimile machine to a receiving facsimile machine, a sub process for 
informing the transmitting facsimile machine of error occurrence at a first receiving facsimile 
machine, said sub process comprises: 

Heo teaches in fig. 3, column 5, lines 61-67, and column 6, lines 1-44, that the system 
utilizes to one of ordinary skill in art, standard equipment, which under control of the central 
processing unit, utilizes standard protocol upon receiving a ring tone from a transmitting fax 
machine. 

printing said fax data received from said transmitting facsimile machine and is 
simultaneously checking whether an error occurs (column 4, lines 1-38); 

when an error occurs, detecting an error message corresponding to said error from a 
pre-stored error table and storing said error message, fig. 3, #3e, column 5, lines 21-52, points 
out that when a error is generated that the error is checked with the register; 
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when said communication line is cut off from said transmitting facsimile machine due to 
said error occurrence, detecting said telephone number of said transmitting facsimile machine 
and forming a communication line therewith (column 4, lines 39-59); and when said 
communication line with said transmitting facsimile machine is formed, transmitting error 
information occurring at said receiving facsimile machine. 

Heo does not explicitly detail that a second phone number to a different fax machine is 
sent to the transmitting fax machine, in column 6, lines 28-39, that by reporting the error 
message to the transmitting fax machine this allows the transmitting fax machine user the 
opportunity to either stop the sending of the fax or send it to another fax machine. 

Whereas, Ishikawa et al. teaches (column 3, lines 19-65) a standard fax transmitting and 
receiving system, whereby the system lets a transmitting fax machine know of a different phone 
number and a time data, when a voice request is made to the receiving fax machine. The system 
sends during the handshake a NSF (non-standard function) signal of the protocol signal. The 
recording unit of the transmitting machine prints out the phone number. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made that the phone 
number would be another fax machine, where one can be sure the fax document can be sure to be 
received. 

At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to combine the Ishikawa et al. ability of notifying a transmitting machine a NSF that has a phone 
number and time when someone can be sure to answer a call with the system of Heo et al. 



Application/Control Number: 09/6 15,652 Page 6 

Art Unit: 2622 

The suggestion/motivation for doing so would have been to provide the transmitting fax 
machine user with the ability to let a transmitting fax machine user know another phone number 
to utilize. 

Therefore, it would have been obvious to combine Heo et al. with Ishikawa et al. to 
obtain the invention as specified in claim 1 . 

Regarding claim 2, Heo and Ishikawa teach a system of receiving a normal fax 
document and sending a message back to the transmitting machine. Heo teaches (fig. 2, column 
4, lines 39-59) that the error message is sent back by way of a voice synthesizer to the 
transmitting fax machine and details what type of error message, and indirectly states that the 
user can send the message to another fax machine. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made that for a sender to know another fax number 
to transmit to the receiver when sending the error message would automatically have another fax 
number preprogrammed within its register to notify a transmitting machine in case of an error 
message. 

Ishikawa et al. teaches (column 3, lines 19-65) a standard fax transmitting and receiving 
system, whereby the system lets a transmitting fax machine know of a different phone number 
and a time data, when a voice request is made to the receiving fax machine. The system sends 
during the handshake a NSF (non-standard function) signal of the protocol signal. The recording 
unit of the transmitting machine prints out the phone number. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made that the phone number would be 
another fax machine, where one can be sure the fax document can be sure to be received. 
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Regarding claim 3, Heo teaches in column 5, lines 1-18, that system stores the incoming 
data and checks if an error has occurred and then when the transmitting session is complete, then 
dials the transmitting machine and informs the machine of the error and what type of error. It 
would have been obvious to one of ordinary skill in the art that as stated that the system of Heo 
et al. within the DRAM 1 17, the error would be stored and the voice data storing unit 1 19 would 
store the information relating to how to inform the transmitting machine of an error, what type of 
error, and where to send. Ishikawa does not detail an error detection capability. 

Regarding claims 4 and 5, Heo and Ishikawa teach a system of receiving a normal fax 
document and sending a message back to the transmitting machine. Heo teaches (fig. 2, column 
4, lines 39-59) that the error message is sent back by way of a voice synthesizer to the 
transmitting fax machine and details what type of error message, and indirectly states that the 
user can send the message to another fax machine. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made that for a sender to know another fax number 
to transmit to the receiver when sending the error message would automatically have another fax 
number preprogrammed within its register to notify a transmitting machine in case of an error 
message. 

Ishikawa et al. teaches (column 3, lines 19-65) a standard fax transmitting and receiving 
system, whereby the system lets a transmitting fax machine know of a different phone number 
and a time data, when a voice request is made to the receiving fax machine. The system sends 
during the handshake a NSF (non-standard function) signal of the protocol signal. The recording 
unit of the transmitting machine prints out the phone number. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made that the phone number would be 
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another fax machine, where one can be sure the fax document can be sure to be received, and 
that to print out the document it would be converted to a bitmap. 

Regarding claim 6, Heo teaches a system whereby a fax machine contacts a transmitting 
fax machine alerting the user that an error has occurred and what type of error, Heo specifically 
states (column 5, lines 1-18) that the system when an error occurs accesses the voice error 
message stored in the voice data storing unit corresponding to the type of an error state of the 
receiving fax system, although it is not explicitly detailed it is a lookup table, one of ordinary 
skill in the art at the time of invention, that the system is utilizing a lookup table. Heo teaches 
that examples of the errors within the register are: out of paper, printer malfunction, part is out of 
order, cover open, or paper jam. Ishikawa does not detail an error detection capability. 

Regarding claim 8, Heo and Ishikawa teach a system of receiving a normal fax 
document and sending a message back to the transmitting machine. Heo teaches (fig. 2, column 
4, lines 39-59) that the error message is sent back by way of a voice synthesizer to the 
transmitting fax machine and details what type of error message, and indirectly states that the 
user can send the message to another fax machine. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made that for a sender to know another fax number 
to transmit to the receiver when sending the error message would automatically have another fax 
number preprogrammed within its register to notify a transmitting machine in case of an error 
message. 

Ishikawa et al. teaches (column 3, lines 19-65) a standard fax transmitting and receiving 
system, whereby the system lets a transmitting fax machine know of a different phone number 
and a time data, when a voice request is made to the receiving fax machine. The system sends 
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during the handshake a NSF (non-standard function) signal of the protocol signal. The recording 
unit of the transmitting machine prints out the phone number. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made that the phone number would be 
another fax machine, where one can be sure the fax document can be sure to be received. 

Regarding claim 9, Heo and Ishikawa teach a system of receiving a normal fax 
document and sending a message back to the transmitting machine. 

Heo does not explicitly detail that the system includes an input unit, but does detail that a 
voice data recording unit is preferred. Ishikawa teaches in fig. 1, #2a, that the system includes an 
input unit that allows a telephone number to be input (column 3, lines 25-40). Ishikawa et al. 
further, teaches a standard fax transmitting and receiving system, whereby the system lets a 
transmitting fax machine know of a different phone number and a time data (column 3, lines 19- 
65), when a voice request is made to the receiving fax machine. The system sends during the 
handshake a NSF (non-standard function) signal of the protocol signal. The recording unit of the 
transmitting machine prints out the phone number. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made that the phone number would be another fax 
machine. 

means (fig. 1, #109, column 3, lines 48-61 and column 5, lines 21-52) for forming a 
communication line, means for exchanging protocols of said facsimile transmitting apparatus and 
of said first facsimile receiving machine, and 

means (fig. 1, #109, column 3, lines 48-61 and column 5, lines 21-52) for storing a 
telephone number of said facsimile transmitting machine, although it is not explicitly detailed 
that the phone number is stored when it received through protocol handshaking, but it would 
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have been obvious to one of ordinary skill in the art at the time the invention was made that for 
the system to be able to call the transmitting machine back the number would have to be saved in 
memory; 

means for printing (fig. 1, #108, column 3, lines 48-61 and column 5, lines 1-18) said 
facsimile message received from said transmitting facsimile apparatus and simultaneously 
checking whether an error occurs or not; 

means (fig. 1, #109, column 3, lines 48-61 and column 5, lines 21-52) for detecting an 
error message corresponding to an error from a prestored error table, if an error occurs, and 
means for storing said error message, Heo specifically states that the system when an error 
occurs accesses the voice error message stored in the voice data storing unit corresponding to the 
type of an error state of the receiving fax system (column 5, lines 1-18), although it is not 
explicitly detailed it is a lookup table, one of ordinary skill in the art at the time of invention, that 
the system is utilizing a lookup table. Heo teaches that examples of the errors within the register 
are: out of paper, printer malfunction, part is out of order, cover open, or paper jam; 

means (fig. 1, #109, column 3, lines 48-61 and column 5, lines 21-52) for detecting said 
telephone number of said facsimile transmitting apparatus and forming a communication line 
therewith, when said communication line is cut off from said facsimile transmitting apparatus 
due to said error occurrence; and 

means (fig. 1, #109, column 3, lines 48-61 and column 5, lines 21-52) for transmitting 
error information occurring in said facsimile message to said facsimile transmitting apparatus, 
when said communication line with said facsimile transmitting apparatus is formed. 
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Regarding claim 10, Heo and Ishikawa teach a system of receiving a normal fax 
document and sending a message back to the transmitting machine. Heo teaches (fig. 2, column 
4, lines 39-59), that the system notifies the transmitting machine of an error and what type of 
error, but does not explicitly detail that a second phone number is notified at that time. Whereas, 
Ishikawa teaches (column 3, lines 44-49) that a second number is sent to the transmitting 
machine. 

Regarding claim 11, Heo and Ishikawa teach a system of receiving a normal fax 
document and sending a message back to the transmitting machine. Heo teaches in column 5, 
lines 1-18, that system stores the incoming data and checks if an error has occurred and then 
when the transmitting session is complete, then dials the transmitting machine and informs the 
machine of the error and what type of error. It would have been obvious to one of ordinary skill 
in the art that as stated that the system of Heo et al. within the DRAM 1 17, the error would be 
stored and the voice data storing unit 119 would store the information relating to how to inform 
the transmitting machine of an error, what type of error, and where to send. Ishikawa does not 
detail an error detection capability. 

Regarding claims 12 and 13, Heo and Ishikawa teach a system of receiving a normal fax 
document and sending a message back to the transmitting machine. Heo teaches (fig. 2, column 
4, lines 39-59) that the error message is sent back by way of a voice synthesizer to the 
transmitting fax machine and details what type of error message, and indirectly states that the 
user can send the message to another fax machine. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made that for a sender to know another fax number 
to transmit to the receiver when sending the error message would automatically have another fax 
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number preprogrammed within its register to notify a transmitting machine in case of an error 
message. 

Ishikawa et al. teaches (column 3, lines 19-65) a standard fax transmitting and receiving 
system, whereby the system lets a transmitting fax machine know of a different phone number 
and a time data, when a voice request is made to the receiving fax machine. The system sends 
during the handshake a NSF (non-standard function) signal of the protocol signal. The recording 
unit of the transmitting machine prints out the phone number. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made that the phone number would be 
another fax machine, where one can be sure the fax document can be sure to be received, and 
that to print out the document it would be converted to a bitmap. 

Regarding claim 14, Heo teaches a system whereby a fax machine contacts a 
transmitting fax machine alerting the user that an error has occurred and what type of error, Heo 
specifically states (column 5, lines 1-18) that the system when an error occurs accesses the voice 
error message stored in the voice data storing unit corresponding to the type of an error state of 
the receiving fax system, although it is not explicitly detailed it is a lookup table, one of ordinary 
skill in the art at the time of invention, that the system is utilizing a lookup table. Heo teaches 
that examples of the errors within the register are: out of paper, printer malfunction, part is out of 
order, cover open, or paper jam. Ishikawa does not detail an error detection capability. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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Kobayashi et al. (US 5,835,240) discloses an invention to provide a facsimile 
communication supplementary service device that allows facsimile communication users to 
receive accurate service information from telephone switching facilities without performing any 
operations whatsoever. 

Gordon et al. (US 4,994,926) discloses a system and method for facilitating facsimile 
transmissions has one or more store and forward facilities, each associated with a plurality of 
subscriber facsimile machines, typically coupled over the switched telephone network. 
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Contact Information 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David L Jones whose telephone number is (703) 305-4675. The 
examiner can normally be reached on Monday - Friday (7:00am - 3:30pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (703) 305-4712. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



David L. Jones 
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